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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Nahm Ryune Cho et al. 
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For: METHOD FOR PREPARING (S)- Examiner: Not Yet Assigned 
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(S)-INDOLINE-2-CARBOXYLIC ACID 
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INFORMATION DISCLOSURE STATEMENT (JDS) 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Pursuant to 37 CFR 1.56, 1.97 and 1.98, the attention of the Patent and Trademark 
Office is hereby directed to the references listed on the attached PTO/SB/08. It is respectfully 
requested that the information be expressly considered during the prosecution of this application, 
and that the references be made of record therein and appear among the "References Cited" on any 
patent to issue therefrom. 

This Information Disclosure Statement accompanies the new patent application 
submitted herewith. 

Applicant has not submitted copies of each cited U.S. patent and U.S. patent application 
as required by 37 CFR 1.98(a)(2)(i), amended October 2004, as the U.S. Patent and Trademark 
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Office has waived this requirement for all U.S. patent applications. Applicant submits herewith 
copies of foreign and non-patents in accordance with 37 CFR 1.98(a)(2). 

Other information being provided for the examiner's consideration follows: 

An International Search Report (ISR), mailed February 17, 2005; and an International 
Preliminary Report on Patentability (IPER) mailed March 16, 2006, both of which issued during the 
prosecution of International Application No. PCT/KR2004/002806, which corresponds to the 
present application. 

Cite No. BB is not in the English language. In accordance with 1.98(c), Applicant states 
that a concise explanation of the relevance of document(s) DE 372741 1 can be found on page 4 of 
the Specification; and 

Cite Nos. BD through BG are not in the English language. The requirement for a 
concise explanation is satisfied by the aforementioned ISR and IPER. 

In accordance with 37 CFR 1.97(g), the filing of this Information Disclosure Statement 
shall not be construed to mean that a search has been made or that no other material information as 
defined in 37 CFR 1.56(a) exists. In accordance with 37 CFR 1.97(h), the filing of this Information 
Disclosure statement shall not be construed to be an admission that any patent, publication or other 
information referred to therein is "prior art" for this invention unless specifically designated as such. 

It is submitted that the Information Disclosure Statement is in compliance with 37 CFR 
1.98 and the Examiner is respectfully requested to consider the listed references. 
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The Commissioner is authorized to charge any deficiency of up to $300.00 or credit any 
excess in this fee to Deposit Account No. 04-0100. 

Dated: May 26, 2006 Respectfi 



By 

LouisJ.DeUuidice 

Registration No.: 47,522 
DARBY & DARBY P.C. 
P.O. Box 5257 

New York, New York 10150-5257 
(212) 527-7700 
(212) 527-7701 (Fax) 
Attorneys/Agents For Applicant 
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PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY 

(Chapter 11 of the Patent Cooperation Treaty) 
(PCT Allele 36 and Rule 70) 



Applicant's or agent's file reference 
PCT-E4176 


FOR FURTHER ACTION See Form PCT/1PEA/416 


International application No. 

PCT7KR2004/002806 


03 NOVEMBER 2004 (03.11.2004) | 26 NOVEMBER 2003 (26.1 1.2003) 



.tional Patent Classification (IPC) or national classification and IPC 



C07D 209/42(2006.01)1 
Applicant 

SK CORPORATION et al 



Authority under Article 35 an 
Tliis REPORT consists of ate 



he applicant according to Article 36. 

s heets, including this cover sheet. 



3. This report is also accompanied by ANNEXES, comprising: 

a. (sent to the applicant and lo the International Bureau) a total of _ 
Q sheelsi 



cd and are tlie basis for this re| 



ed by this Authority (see Rule 70.16 and Section 607 of the 



b. Q (sent 10 the International Bureau only) a total of (indicate type and number of electronic 
containing a sequence listing and/or tables related thereto, in electronic form only, as inc 
Box relating lo Sequence Listing (see Section 802 of the Administrative Instructions). 



^ Box No. 1 Basis of the report 

Q Box No. II Priority 

| | Box No. Ill Non-establishment of opinion with regard to novelty, inventive step and industrial ; 

Q Box No. IV Lack of unity of invention 
^BoxNo.V 

Box No. VII Certain defects in 

□ BoxNo.VIll Certain observant 



Date of submission of the demamd 

15 APRIL 2005 (15.04.2005) 


Date of completion of this report 

16 MARCH 2006 (16.03.2006) 


Name and mailing address of the IPEA/KR 

Korean Intellectual Properly Office 

M Jm 920 Dunsan-dong, Seo-gu, Dacjeon 302-701, 
Republic of Korea 

Facsimile No. 82-42-472-7140 


Authorized officer jg^, ^ 

KIM, lice Sue f WQ j™ j 
Telephone No. 82-42-481-5605 ^^J^S 
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International application No. 



Box No. I Hasisofthcn 



I . With regard to the language, this report is based on the international application in the language in which it was fded, unless 



I I This report is based on translations from the original language into the following language 

which is the language of a translation furnished for the purposes of: 
[~~| international search (under Rules 12.3 and 23.1(b)) 
| | publication of the international application (under Rule 12.4) 

2. With regard to the elements of the international application, this report is based on (replacement sheets which have been furnished 
to the receiving Office in response to an invitation under Article 14 are referred to in litis reort as "originally filed" an 
annexed to this report): 

the international application as originally filed/furnished 

□ the description: 



□ the sequence listing and/or any related lable(s) - see Supplemental Box Relating to Sequence Listing. 




U any table(s) related to ! 



made, since they have been considered to go beyond the disclosure as filed, as indicated in the Supplemental B< 
(Rule 70.2(c)). 

I I the claims, Nos. . 



[~| the drawings, sheets 

| | the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): , 
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Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 



Novclly (N) Claims i±! YES 

Claims No?? NO 

Inventive step (IS) Claims YES 

Claims N« NO 

Industrial applicability (IA) Claims JbH = YES 

Claims NO 



2. Citations and explanations (Rule 70.7) 



Reference is made to the following documents: 

Dl: EP 0197474 Al 

D2: JP 06-16718 B2 

D3: JP 61-92595 Al 

D4: JP 07-7971 1 D2 

D5: JP 07-79712 B2 



The present invention relates to the preparation methods of (S)-indoline-2-carboxylic 
acid and methyl ester thereof using hydrolytic enzymes which can be used as an 
intermediate of a therapeutic agent for treatment of hypertension. 
Dl relates to a process for preparing optically active indoline-2-carboxylic acid by 
hydrolyzing the racemic ester of (R,S)-indoline-2-carboxylic acid by means of an 
enzyme such as Bacillus and Aspergillus. 

D2 discloses a method for preparing optically active indoline-2-carboxylic acid by 
using immobilized enzymes such as Bacillus and Aspergillus. 

D3 describes a method for preparing optically active indoline-2-carboxylic acid ester 
by using enzymes like Bacillus and Aspergillus. 

D4 relates to a process for preparing optically active indoline-2-carboxylic acid by 
using immobilized enzymes such as Aspergillus and Pseudomonas. 
D5 relates to a process for preparing optically active indoline-2-carboxylic acid by an 
optical resolution. 



1. Novelty 

The subject matter of the present claims 1-14 is novel over the above D1-D5 and 
meets the criteria set out in PCT Article 33(2), because none of the prior art describes 
a method for preparing (SHndoline-2-carboxylic acid and methyl ester thereof by 
reacting racemic indoline-2-carboyxlic acid with methanol and thionyl chloride by 
means of a hydrolytic enzyme recited in the present claims. 



See Supplemental Box for the next parts. 
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Supplemental Box 



In case the space in any of the preceding boxes is not sufficient. 

Continuation of: 

Box V. 

2. Inventive step 

The subject matter of the present claims 1-14 complies with PCT Article 33(3), since 
the prior art including the above D1-D5 does not teach or fairly suggest the following 
features: having a very high optical purity of at least 99%e.e.; simplifying preparation 
process; and having high preparation efficiencies by reacting racemic indoline-2- 
carboyxlic acid with a low molecular weight alcohol, methanol, and thionyl chloride by 
means of a hydrolytic enzyme which is selected from the group consisting of Savinase, 
Alcalase, Novozym 243, Everlase, Esperase, Protease 7 and Acylase. 



3. Industrial applicability 

Claims 1-14 meet the criteria set out in PCT Article 33(4) and consequently, these 
claims are considered to be industrially applicable. 
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